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Application/Control Number: 1 0/065 ,318 Page 2 

Art Unit: 3727 

It is noted that applicant has faxed a response received January 4, 2004 and also mailed a 
response received January 13, 2004. In the future, applicant should send only one response as 
this causes confusion and unnecessary duplication. 

The responses have not been checked to see if they are, in fact, the exact same response. 
Now as in the future, the Office will treat only the first response received unless the second 
response is clearly labeled as a "supplemental" response. Therefore, the response received 
January 4, 2004. 

The proposed reply filed on January 4, 2004 has not been entered because it is unsigned. 

Since the above mentioned reply appears to be bona fide, applicant is given a TIME 
PERIOD of ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, 
whichever is longer, within which to supply the omission or correction in order to avoid 
abandonment. EXTENSIONS OF THIS TIME LIMIT MAY BE GRANTED UNDER 37 
CFR 1.136(a). 

The reply filed on January 4, 2004 is not fully responsive to the prior Office Action 
because of the following omission(s) or matter(s): Applicant has failed to follow 37 CFR 1.121 
[Rule 121 (see Patent Rules enclosed)] in the manner of making amendments. See 37 CFR 
1.111. Since the above-mentioned reply appears to be bona fide, applicant is given ONE (1) 
MONTH or THIRTY (30) DAYS from the mailing date of this notice, whichever is longer, 
within which to supply the omission or correction in order to avoid abandonment. 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136(a). 

Applicant failed to provide a complete listing of all of the claims nor the text of all claims 
(including withdrawn claims) as the application was submitted with claims 1-17 and applicant 



Application/Control Number: 10/065,318 Page 3 

Art Unit: 3727 

includes only claims 1-12 in the response. Each claim was not provided with a proper status 
identifier (such as, original, amended, new). 

In addition, it appears that applicant has intended to provide a substitute specification by 
submitting the specification in its entirety. It is not recommended that applicant submit a 
substitute specification since the changes are not that significant. Rule 121 allows for the 
specification to be changed by submitting substitute paragraphs rather than a substitute 
specification. Rule 125 (see Patent Rules enclosed) covers substitute specifications. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen J. Castellano whose telephone number is 703-308-1035. 
The examiner can normally be reached on M-Th 6:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lee W. Young can be reached on 703-308-2572. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Stephen J. Castellano 
Primary Examiner 
Art Unit 3727 

sjc 
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(b)(J) A preliminary amendment will be entered 
unless disapproved by the Commissioner. A prelimi- 
nary amendment may be disapproved if the prelimi- 
nary amendment unduly interferes with the 
preparation of a first Office action in an application. 
Factors that will be considered in disapproving a pre- 
liminary amendment include: 

(1) The state of preparation of a first 
Office action as of the date of receipt (§ 1.6) of the 
preliminary amendment by the Office; and 

(ii) The nature of any changes to the speci- 
fication or claims that would result from entry of the 
preliminary amendment. 

(2) A preliminary amendment will not be dis- 
approved if it is filed no later than: 

(i) Three months from the filing date of an 
application under § 1.53(b); 

(ii) The filing date of a continued prosecu- 
tion application under § 1.53(d); or 

(iii) Three months from the date the 
national stage is entered as set forth in § 1.491 in an 
international application. 

(c) The time periods specified in paragraph 
(b)(2) of this section are not extendable. 

[46 FR 29183, May 29, 1981; removed and reserved, 
62 FR 53I3K Oct. 10 } 1997, effective Dec. 1 } 1997; added, 
65 FR 54604. Sept. 8, 2000, effective Nov. 7 ; 2000] 

§ 1.116 Amendments after final action or appeal. 

(a) An amendment after final action or appeal 
must comply with § 1.1 14 or this section. 

(b) After a final rejection or other final action 
(§ 1.1 13) in an application or in an ex parte reexami- 
nation filed under § 1.510, or an action closing prose- 
cution (§ 1.949) in an inter partes reexamination filed 
under § 1.913. amendments may be made canceling 
claims or complying with any requirement of form 
expressly set forth in a previous Office action. 
Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The 
admission of, or refusal to admit, any amendment 
after a final rejection, a final action, an action closing 
prosecution, or any related proceedings will not oper- 
ate to relieve the application or patent under reexami- 
nation from its condition as subject to appeal or to 
save the application from abandonment under 
§ 1.135, or the reexamination from termination. No 
amendment can be made in an inter partes reexamina- 



§ 1.121 

tion proceeding after the right of appeal notice under 
§ 1 .953 except as provided for in paragraph (d) of this 
section. ^ 

(c) tjjjif amendments touching the merits of the 
application or patent under reexamination are pre- 
sented after final rejection, or after appeal has been 
taken, or when such amendment might not otherwise 
be proper, they may be admitted upon a showing of 
good and sufficient reasons why they are necessary 
and were not earlier presented. 

(d) No amendment can be made as a matter of 
right in appealed cases. After decision on appeal, 
amendments can only be made as provided in §§ 
1.198 and J .98 1, or to carry into effect a recommen- 
dation under § 1 . 1 96 or § 1 .977. 

[24 FR 10332, Dec. 22, 1959: 46 FR 29)83. May 29, 
1981; para, (a) revised. 62 FR 53131, Oct. 10. 1997. effec- 
tive Dec. 1, 1997; revised. 65 FR 14865, Mar. 20, 2000. 
effective May 29, 2000 (adopted as final, 65 FR 50092. 
Aug. 16, 2000); paras, (b) and (d) revised, 65 FR 76756, 
Dec. 7. 2000, effective Feb. 5. 2001] 

§ 1.117 [Reserved] 

[Removed and reserved. 62 FR 53131. Oct. 10. 1997, 
effective Dec. 1, 1997] 

§ 1.118 [Reserved] 

[48 FR 2712. Jan. 20. 1983. effective Feb. 27. 1983; 
removed and reserved. 62 FR 53131. Oct. 10. 1997. effec- 
tive Dec. 1, 1997] 

§ 1.119 [Reserved] 

|32 FR 13583. Sept. 28 ; 1967; removed and reserved. 
62 FR 53131. Oct. 10, 1997. effective Dec. I. 1997] 

§ 1.121 Manner of making amendments in appli- 
cation. 

(a) Amendments in applications, other than 
reissue applications. Amendments in applications, 
other than reissue applications, are made by filing a 
paper, in compliance with § 1.52, directing that speci- 
fied amendments be made. 

(b) Specification other than the claims and list- 
ings provided for elsewhere (§§ J. 96 and 1.825). — 

(1) Amendment by instruction to delete, 
replace, or add a paragraph. Amendments to the 
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specification, other than the claims and listings pro- 
vided for elsewhere (§§ 1.96 and 1.825), may be made 
by submitting: 

(i) An instruction, which unambiguously 
identifies the location, to delete one or more para- 
graphs of the specification, replace a deleted para- 
graph with one or more replacement paragraphs, or 
add one or more paragraphs; 

(ii) Any replacement or added para- 
graph(s) in clean form, that is, without markings to 
indicate the changes that have been made; and 

(iii) Another version of . any replacement 
paragraph(s), on one or more pages separate from the 
amendment, marked up to show all the changes rela- 
tive to the previous version of the paragraph(s). The 
changes may be shown by brackets (for deleted mat- 
ter) or underlining (for added matter), or by any 
equivalent marking system. A marked up version does 
not have to be supplied for an added paragraph or a 
deleted paragraph as it is sufficient to state that a par- 
ticular paragraph has been added, or deleted. 

(2) Amendment by replacement section. If the 
sections of the specification contain section headings 
as provided in §§ 1.77(b), 1.154(b), or § 1.163(c), 
amendments to the specification, other than the 
claims, may be made by submitting: 

(i) A reference to the section heading 
along with an instruction to delete that section of the 
specification and to replace such deleted section with 
a replacement section; 

(ii) A replacement section in clean form, 
that is, without markings to indicate the changes that 
have been made; and 

(iii) Another version of the replacement 
section, on one or more pages separate from the 
amendment, marked up to show all changes relative to 
the previous version of the section. The changes may 
be shown by brackets (for deleted matter) or underlin- 
ing (for added matter), or by any equivalent marking 
system. 

(3) Amendment by substitute specification 
The specification, other than the claims, may also be 
amended by submitting: 

(0 An instruction to replace the specifica- 
tion; 

(ii) A substitute specification in compli- 
ance with § 1.125(b): and 



(iii) Another version of the substitute speci- 
fication, separate from the substitute specification, 
marked up to show all changes relative to the previous 
version of the specification. The changes may be 
shown by brackets (for deleted matter), or underlining 
(for added matter), or by any equivalent marking sys- 
tem. 

(4) Reinstatement: Deleted matter may be 
reinstated only by a subsequent amendment present- 
ing the previously deleted matter, 
(c) Claims. — 

(1) Amendment by rewriting, directions to 
cancel or add. Amendments to a claim must be made 
by rewriting such claim with all changes (e.g., addi- 
tions, deletions, modifications) included. The rewrit- 
ing of a claim (with the same number) will be 
construed as directing the cancellation of the previous 
version of that claim. A claim may also be canceled 
by an instruction. 

(i) A rewritten or newly added claim must 
be in clean form, that is, without markings to indicate 
the changes that have been made. A parenthetical 
expression should follow the claim number indicating 
the status of the claim as amended or newly added 
(e.g., "amended," "twice amended," or "new"). 

00 If a claim is amended by rewriting such 
claim with the same number, the amendment must be 
accompanied by another version of the rewritten 
claim, on one or more pages separate from the amend- 
ment, marked up to show all the changes relative to 
the previous version of that claim, a" parenthetical 
expression should follow the claim number indicating 
the status of the claim, e.g., "amended," "twice 
amended," etc. The parenthetical expression 
"amended," "twice amended," */c. should be the same 
for both the clean version of the claim under para- 
graph (c)(l)(i) of this section and the marked up ver- 
sion under this paragraph. The changes may be shown 
by brackets (for deleted matter) or underlining (for 
added matter), or by any equivalent marking system. 
A marked up version does not have to be supplied for 
an added claim or a canceled claim as it is sufficient to 
state that a particular claim has been added, or can- 
celed. 

(2) A claim canceled by amendment (deleted 
in its entirety) may be reinstated only by a subsequent 
amendment presenting the claim as a new claim with 
a new claim number. 



Rev. I.Feb 2003 



R-78 



PATENT RULES 



§1.125 



(3) A cJean version of the entire set of pend- 
ing claims may be submitted in a single amendment 
paper. Such a submission shall be construed as direct- 
ing the cancellation of all previous versions of any 
pending claims. A marked up version is required only 
for claims being changed by the current amendment 
(see paragraph (c)(l)(ii) of this section). Any claim 
not accompanied by a marked up version will consti- 
tute an assertion that it has not been changed relative 
to the immediate prior version. 

(d) Drawings. Application drawings are 
amended in the following manner: Any change to the 
application drawings must be submitted on a separate 
paper showing the proposed changes in red for 
approval by the examiner. Upon approval by the 
examiner, new drawings in compliance with § 1.84 
including the changes must be filed. 

(e) Disclosure consistency. The disclosure must 
be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to 
secure substantial correspondence between the 
claims, the remainder of the specification, and the 
drawings. 

(0 No new matter. No amendment may intro- 
duce new matter into the disclosure of an application. 

(g) Exception for examiners amendments: 
Changes to the specification, including the claims, of 
an application made by the Office in an examiner's 
amendment may be made by specific instructions to 
insert or delete subject matter set forth in the exam- 
iner's amendment by identifying the precise point in 
the specification or the claim(s) where the insertion or 
deletion is to be made. Compliance with paragraphs 
(b)( 1 ), (b)(2) or (c)( I ) of this section is not required. 

(h) Amendments in reissue applications. Any 
amendment to the description and claims in reissue 
applications must be made in accordance with 
§ 1.173. 

(i) Amendments in reexamination proceedings: 
Any proposed amendment to the description and 
claims in patents involved in reexamination proceed- 
ings in both ex parte reexaminations filed under 
§ 1.510 and inter partes reexaminations filed under 
§ 1.913 must be made in accordance with § 1 530(d)- 
0). 

(j) Amendments in provisional applications: 
Amendments in provisional applications are not nor- 
mally made. If an amendment is made to a provisional 



application, however, it must comply with the provi- 
sions of this section. Any amendments to a provi- 
sional application shall be placed in the provisional 
application file but may not be entered. 

[32 FR 13583. Sept. 28, 1967; 46 FR 29183, May 29, 
1981; para, (e), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 
1984; revised, 62 FR 53131, Oct. 10, 1997. effective Dec. 
1, 1997; revised, 65 FR 54604, Sept. 8, 2000, effective 
Nov. 7, 2000: para, (i) revised, 65 FR 76756, Dec. 7. 2000. 
effective Feb. 5, 2001] 



§ 1.122 [Reserved] 

[24 FR 10332, Dec. 22, 1959; para, (b), 49 FR 484J6, 
Dec. 12. 1984, effective Feb. 11, 1985; removed and 
reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 
1997] 



§ 1.123 [Reserved] 

[48 FR 2712, Jan. 20. J 983, effective Feb. 27, 1983; 
49 FR 555, Jan. 4 : 1984. effective Apr. 1, 1984: amended, 
58 FR 38719. July 20, 1993, effective Oct. 1, 1993; 
removed and reserved, 62 FR 53131, Oct. 10, 1997. effec- 
tive Dec. I, 1997] 



§ 1.124 [Reserved] 

[Removed and reserved, 62 FR 5313), Oct. 10. 1997. 
effective Dec. 1, 1997] 



§ 1.125 Substitute specification. 

(a) If the number or nature of the amendments 
or the legibility of the application papers renders it 
difficult to consider the application, or to arrange the 
papers for printing or copying, the Office may require 
the entire specification, including the claims, or any 
part thereof, be rewritten. 

(b) A substitute specification, excluding the 
claims, may be filed at any point up to payment of the 
issue fee if it is accompanied by: 

(1) A statement that the substitute specifica- 
tion includes no new matter: and 

(2) A marked up version of the substitute 
specification showing all the changes (including the 
matter being added to and the matter being deleted 
from) to the specification of record. Numbering the 
paragraphs of the specification of record is not con- 
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sidered a change that must be shown pursuant to this 
paragraph. 

(c) A substitute specification submitted under 
this section must be submitted in clean form without 
markings as to amended material. The paragraphs of 
any substitute specification, other than the claims, 
should be individually numbered in Arabic numerals 
so that any amendment to the specification may be 
made by replacement paragraph in accordance with § 
1.121(b)(1). 

(d) A substitute specification under this section 
is not permitted in a reissue application or in a reex- 
amination proceeding. 

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983: 
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1. 
1997; paras, (b)(2) and (c) revised. 65 FR 54604, Sept. 8. 
2000. effective Nov. 7. 2000] 

§ 1.126 Numbering of claims. 

The original numbering of the claims must be pre- 
served throughout the prosecution. When claims are 
canceled the remaining claims must not be renum- 
bered. When claims are added, they must be num- 
bered by the applicant consecutively beginning with 
the number next following the highest numbered 
claim previously presented (whether entered or not). 
When the application is ready for allowance, the 
examiner, if necessary, will renumber the claims con- 
secutively in the order in which they appear or in such 
order as may have been requested by applicant. 

[32 FR 13583, Sept. 28. 1967; revised, 62 FR 53131. 
Oct. 10. 1997. effective Dec. !. 1997] 

§ 1.127 Petition from refusal to admit amend- 
ment. 

From the refusal of the primary examiner to admit 
an amendment, in whole or in part, a petition will lie 
to the Commissioner under § 1.181. 

TRANSITIONAL PROVISIONS 

§ 1.129 Transitional procedures for limited 
examination after final rejection and 
restriction practice. 

(a) An applicant in an application, other than 
for reissue or a design patent, that has been pending 
for at least two years as of June 8, 1995, taking into 



account any reference made in such application to any 
earlier filed application under 35 U.S.C. 120, 121 and 
365(c), is entitled to have a first submission entered 
and considered on the merits after final rejection 
under the following circumstances: The Office will 
consider such a submission, if the first submission and 
the fee set forth in § 1 . 1 7(r) are filed prior to the filing 
of an appeal brief and prior to abandonment of the 
application. The finality of the final rejection is auto- 
matically withdrawn upon the timely filing of the sub- 
mission and payment of the fee set forth in § I.17(r). 
If a subsequent final rejection is made in the applica- 
tion, applicant is entitled to have a second submission 
entered and considered on the merits after the subse- 
quent final rejection under the following circum- 
stances: The Office will consider such a submission, 
if the second submission and a second fee set forth in 
§1.1 7(r) are filed prior to the filing of an appeal brief 
and prior to abandonment of the application. The 
finality of the subsequent final rejection is automati- 
cally withdrawn upon the timely filing of the submis- 
sion and payment of the second fee set forth in 
§ 1.1 7(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth 
in § U7(r) having been twice paid will be treated as 
set forth in § 1.1 16. A submission as used in this para- 
graph includes, but is not limited to, an information 
disclosure statement, an amendment to the written 
description, claims or drawings and a new substantive 
argument or new evidence in support of patentability. 

(b)( 1 ) In an application, other than for reissue or 
a design patent, that has been pending for at least 
three years as of June 8, 1995, taking into account any 
reference made in the application to any earlier filed 
application under 35 U.S.C. 120, 121 and 365(c), no 
requirement for restriction or for the filing of divi- 
sional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) The requirement was first made in the 
application or any earlier filed application under 
35 U.S.C. 1 20, 1 2 1 and 365(c) prior to April 8, 1995; 

(ii) The examiner has not made a require- 
ment for restriction in the present or parent applica- 
tion prior to April 8, 1995, due to actions by the 
applicant; or 

(iii) The required fee for examination of 
each additional invention was not paid. 
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Paper No. 

Notice of Non-Compliant Amendment (37 CFR 1121) 

The amendment document filed on is considered non-compliant because it lias failed to meet the requirements of 

37 CFR 1.121, as amended on June 30, 2003 (see 68 Fed Reg. 38611, Jun. 30, 2003). In order for the amendment document to 
be compliant, correction of the following item(s) is required. Only the corrected section of the non-compliant amendment 
document must be resubmitted (in its entirety), e.g M the entire "Amendments to the claims* 1 section of applicant's 
amendment document must be re-submitted. 37 CFR 1.121(h). 

THE FOLLOWING CHECKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 

□ 1 . Amendments to the specification: 

□ A. Amended paragraph(s) do not include markings. 

□ B. New paragraph(s) should not be underlined. 

□ C Other 

□ 2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1.72. 

□ B. Other 

□ 3. Amendments to the drawings: 



□ 4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

□ B. The listing of claims does not include the text of all claims (including withdrawn claims) 

□ C. Each claim has not been provided with the proper status identifier, and as suclt the individual status of each 
claim cannot be identified. 

□ D. The claims of this amendment paper have not been presented in ascending numerical order. 

□ E Other: 

For further explanation of the amendment format required by 37 CFR 1. 121 , see MPEP Sec. 714 and the USPTO website at 
http.7/www. uspto. go v/web/ofllces/pac/dapp/opla/preognotice/officefl yer . pdf . 

If the non-compliant amendment is a PRELIMINARY AMENDMENT, applicant is given ONE MONTH from the mail date of 
this letter to supply the corrected section which complies with 37 CFR 1.121. Failure to comply with 37 CFR 1.121 will result in 
non-entry of the preliminary amendment and examination on the merits will commence without consideration of the proposed 
changes in the preliminary amendment(s). This notice is not an action under 35 U.S.C. 132 : and this ONE MONTH time limit 
is not extendable. 

If the non-compliant amendment is a reply to a NON-FINAL OFFICE ACTION (including a submission for an RCE), and 
since the amendment appears to be a bona fide attempt to be a reply (37 CFR 1. 135(c)), applicant is given a TIME PERIOD of 
ONE MONTH from the mailing of this notice within which to re-submit the corrected section wliich complies with 37 CFR 1.121 
in order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD ARE AVAILABLE UNDER 37 CFR 1.136(a). 

If the amendment is a reply to a FINAL REJECTION, this form may be an attachment to an Advisory Action. The period for 
response to a final rejection continues to run from the date set in the final rejection , and is not affected by the non-compliant 
status of the amendment. 
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